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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
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earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)(EI Responsive to communication(s) filed on 27 July 2007 . 
2a)D This action is FINAL. 2b)^ This action is non-final. . 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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Application Papers 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

1 . Claims 1,2,4-8,10-14,16-18 are presented for examination. 

2. The indicated allowability of claims 1, 2, 4-8, 10-14 and 16-18 is withdrawn. A new 
non-final Office Action is indicated as below. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

The analysis under 35 U.S.C. 112, first paragraph, requires that the scope of protection 
sought be supported by the specification disclosure. The pertinent inquiries include determining 
(1) whether the subject matter defined in the claims is described in the specification and (2) 
whether the specification disclosure as a whole is to enable one skilled in the art to make and use 
the claimed invention, 

(1) Claims 1, 2, 7, 8, 13 and 14 are rejected under 35 U.S.C. 1 12, first paragraph, as 
containing subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. 
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The "invention" for the purpose of the first paragraph analysis is defined by the claims. 
The description requirement is simply that the claimed subject matter must be described in the 
specification. The function of the description requirement is to ensure that the applicant had 
possession of the invention on the filing date of the application. The application need not 
describe the claim limitations exactly, but must be sufficiently clear for one of ordinary skill in 
the art to recognize that the applicant's invention encompasses the recited limitations. The 
description requirement is not met if the application does not expressly or inherently disclose the 
claimed invention. 

Specification does not explicitly describe nor is sufficiently clear for one of ordinary skill 
in art to recognize the following steps as recited in claims 1, 2, 7, 8, 13 and 14: 

□ does not extract any mail address contained in the text of the E-mail received 
when the reply destination mail address is not the address of the mailing list. 

Applicant did not provide support for the above limitation as amended on 12/13/2004. 
Therefore, claims 1, 2, 7, 8, 12 and 13 are unclear that the one ordinarily skilled in the art 
cannot recognize the encompassed claimed limitations. 

(2) Claims 1, 2, 7, 8, 12 and 13 are rejected under 35 U.S.C. 1 12, first paragraph, as 
containing subject matter which was not described in the specification in such a way as to enable 
one skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and/or use the invention. The enablement requirement necessitates a determination that the 
disclosure contains sufficient teaching regarding the subject matter claimed as to enable one 
skilled in the pertinent art to make and use the claimed invention. In essence, the scope of 
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enablement provided to one ordinarily skilled in the art by the disclosure must be commensurate 
with the scope of protection sought by the claims. 

Currently, the most prevalent standard for measuring sufficient enablement to meet the 
requirements of 1 12 is that of "undue experimentation". The test is whether, at the time of the 
invention, there was sufficient working procedure for one skilled in the art to practice the 
claimed invention without undue experimentation. It is important to note that the test of 
enablement is not whether any experimentation is necessary, but whether, if experimentation is 
necessary, it is undue. A skilled artisan is given sufficient direction or guidance in the 
disclosure. Moreover, the experimentation required, in addition to not being undue, must not 
require ingenuity beyond that expect of one of ordinary skill in the art. 

Undue experimentation and ingenuity would be required beyond one ordinarily skilled in 
the art to practice the following steps as recited in claims 1, 2, 7, 8, 12 and 13: 

□ does not extract any mail address contained in the text of the E-mail received 
when the reply destination mail address is not the address of the mailing list. 

Undue experimentation would be needed to make an extracting unit of E-mail terminal 
device to not extract any mail address contained in the text of the E-mail received when the 
reply destination mail address is not the address of the mailing list. 



Claim Rejections - 35 USC § 103 



4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 1, 2, 4 - 8, 10 - 14, 16-18, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hara [ US Patent No 5,938,725 ], in view of Kikinis [ US Patent No 6,785,710 

]• 

6. As per claim 1, Hara discloses the invention as claimed including an E-mail terminal 
device comprising: 

a judging unit which judges whether or not a reply destination mail address extracted 
from an E-mail received is an address of a mailing list capable of broadcasting the same E-mail 
to a plurality of destinations at one time by a predetermined single mail address [ col 2, lines 29- 
34, and lines 64-67; col 3, lines 51-60; and col 4, lines 48-56 ]; 

a selecting unit which displays the at least one extracted mail address as a candidate for a 
reply destination from which a specified reply destination can be selected [ col 3, lines 14-28; 
and col 4, lines 2-11], where the specified reply destination is used for transmitting a reply in 
response to the E-mail received [ i.e. transmitting message to determined destination ] [ S5, 
Figure 2; and col 7, lines 1-10 ]. 

Hara does not specifically disclose 

an extracting unit which automatically extracts at least one mail address of the mailing 
list contained in a text of the E-mail received when the reply destination mail address is the 
address of the mailing list, and does not extract any mail address contained in the text of the E- 
mail received when the reply destination mail address is not the address of the mailing list. 
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Kikinis discloses 

an extracting unit which automatically extracts at least one mail address of the mailing 
list contained in a text of the E-mail received when the reply destination mail address is the 
address of the mailing list, and does not extract any mail address contained in the text of the E- 
mail received when the reply destination mail address is not the address of the mailing list [ i.e. 
parser retrieves words or phrases in the body of the message ] [ Abstract; and col 6, lines 1-14 ]. 

It would have been obvious to a person skill in the art at the time the invention was made 
to combine the teaching of Hara and Kikinis because the teaching of Kikinis on parsing the body 
of the message would provide automatically choose and insert address in the appropriate field 
box of an e-mail reply to an original message, or at least provide selectable options for such 
addresses to an agent or other user [ Kikinis, col 2, lines 34-43 ]. 

7. As per claim 2, it is rejected for similar reasons as stated above in claim 1. 

8. As per claim 4, Hara discloses a storage unit including a mail address book by which 
whether or not the reply destination mail address extracted from the mail header of the E-mail 
received is the address of the mailing list, can be judged [ col 1, lines 10-20 and lines 29-37 ]. 

10. As per claim 5, Hara discloses a processing unit which stores [ claim 1 , lines 3-4; and col 
2, lines 58-59 ], if the mail address extracted from the text of the E-mail received is not 
registered in the mail address book, a name of this unregistered mail address as a name unknown 
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in the mail address book in a format of corresponding to the mail address [col 1, lines 35-37; and 
col 3, lines 56-59]. 

11. As per claim 6, Hara discloses a display unit which displays, when visibly displaying all 
the extracted mail addresses as the reply destination candidates, the name of the mail address 
extracted from the text of the received E-mail and unregistered in the mail address book as the 
name unknown in the format of corresponding to the mail address [ Figure 4 ]. 

12. As per claims 7, 8, 10-12, they are method claimed of claims 1,2, 4-6, they are rejected 
for similar reasons as stated above in claims 1, 2, 4-6. 

13. As per claims 13, 14, 16-18, they are program product claimed of claims 1, 2, 4-6, they 
are rejected for similar reasons as stated above in claims 1, 2, 4-6. 

14. A shortened statutory period for response to this action is set to expire 3 (three) months and 
0 (zero) days from the mail date of this letter. * Failure to respond within the period for 
response will result in ABANDONMENT of the application (see 35 U.S.C 133, M.P.E.P 
710.02, 710.02(b)). 

Conclusion 
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Any inquiry concerning this communication or earlier communications 



from the examiner should be directed to Dustin Nguyen whose telephone number is (571) 272- 
3971 . The examiner can normally be reached on flex schedule. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Flynn Nathan can be reached on (571) 272-1915. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Dustin Nguyen / 
Examiner 
Art Unit 2154 




